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Industry Trends

« Patents provide one of the largest
opportunities for companies to increase
strategic business value

« .. lop performers ... do at least one intellectual
property deal a month and earn licensing
revenues of more than $10,000 annually for
each active patent ... most companies average
less than §1,000”

- McKinsey Quarterly
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Common Problems

« Large, unorganized patent portfolios
» Insufficient patents in key areas

* Unclear how patents map to technology, products, competitors,
business units

« Ad-hoc organization - spreadsheets, wiki’s,

* Unclear patent holdings due to mergers, acquisitions,
divestitures, new issues

« Hard to find best patent set for a given context or opportunity

« No individual within the company has a mandate to generate a
return from intellectual property
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Desired Outcomes Drive Strategy

« Ultimate goal with drive requirements and structure
of portfolio
* Freedom to Operate
» Defend Market Share
« Generate Revenue
« Enable Collaboration
« |P Based Ventures
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IP Life Cycle Concept

« Systematic approach
to technology
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Informed Decisions

Technical Business
Intelligence Intelligence

3 Party . - Current

Patent Patent
Landscape m Strategy ¥ Portfolio

Map

6 | Confidential / © 2010, UBM LLC



TEGHINSIGHTS

Portfolio Management & Patent
Evaluation

« Establish an effective taxonomy to
provide structure, identify patents with
external value, and drive decision
making

« Sort, evaluate, and rate patent assets

The Result — A structured patent portfolio with
prioritized assets to drive monetization efforts
and enable smart decisions about which
patents to file, acquire, license, sell or
abandon
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Sorting Process

» Effective sorting requires an appropriate
taxonomy for grouping similar patents

« UBM Techlnsights typically creates a
taxonomy in 2-3 dimensions

« Application area or product
« Technology
* Business Solution

« Vital that a level of granularity is applied
to enable filtering for further review
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Filter for Triage: initial sort

Patent portfolio — 100%
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Filter for Triage: initial sort

Patent portfolio — 100%
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Patent Assessment

» Criteria should be relevant to the portfolio
management goals

 Criteria for consideration:
« Strength of the invention
« Use of the technology within industry
« Commercial merit of the technology
« Quality of the claims construction
« Ability to detect use of the invention
* Probability of existing prior art
 Remaining life span of the patent
« Strategic value to core business
* Previously licensed technology

« Consider a stages approach — 2 to 3 criteria for
first cut
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Patent Landscapes

* Identify relevant patents and
applications that are visible

@ - Determine the division of the
technology space

* Get a clear view of what’s in the
public domain, what's proprietary,
and what’'s unclaimed
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e Locates patents for acquisition

 Highlights roadblocks to product development
e ldentifies opportunity for future patenting

e ldentifies alternative applications and markets
- Delivers competitive intelligence i h
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Quick Case Study#1
Orthodontic Mouthpiece

« A client wanted to enter the
Orthodontic mouthpiece market with
a few existing patent portfolio

« UBM Techinsights analyzed 3" party
major player in the technology area
based on Patent Landscape in order
to map out the positioning of the
stake holders

* In order to strengthening patent
portfolio, UBM Techinsights provided
advisory service for patent
enforceability improvement during
patent drafting/prosecution process
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Technical Intelligence

4 OBSERVED

+ INFERRED
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Business Intelligence

- Insight into the market landscape, key players and
technologies:

* In-depth profile of a company, including analysis
of the organization, products and technology, as
well as financials and strategic alliances and
partnerships

 Market assessment, including market size and
share for particular technologies or a larger
business segment

UBM
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Portfolio Management

« Patent portfolios contain key assets that need to
generate return for the corporation

« Systematic management approach is required to
unsure results are consistent with business strategy
« Establish framework for decision making at each stage in
the process
 Identify key metrics to drive performance

UBM
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The Evolution of Patent Licensing
* Design Freedom — 1980’s

» Qur pile of patents is bigger than yours
* Rapid increase in patent filings
equalized situation

* Proud Lists — early 1990’s

« Exchange lists of top patents that
represent value of portfolio

* Questions of validity and infringement
 Infringement Analysis — late 1990’s

» Application of reverse engineering to
demonstrate use of patented technology
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Current Trends

* Number and type of organizations
asserting patent rights continues to
evolve

« Large corporations generally ignore
first notice without “evidence of

use

« Difficult for smaller organizations or
companies new to licensing to be
noticed
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How Assertive Licensing is
DoneToday

Define Licensing Strategy
Mine the Patent Portfolio
Select and Target Licensees
Gather Evidence

Negotiate

ok wbh =
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Step 1: Define Strategy

Core vs. Non-core technology
« Retaliation risk

Impact of program on existing relationships Wi *

« Customers

« Partners

* Investors

« Competitors

Corporate willingness/aversion to litigation

Expected return on investment and
timeframe

Available resources - $ and people
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Step 2: Portfolio Mining

Portfolio Organization

Initial Sort

Patent Portfolio 100%
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« Assess candidates by market &
product revenues, product
availability, and technical alignment
with patents

* Investigate parallel technologies
that could be relevant to your
portfolio

A prioritized list of high potential licensees and target products
Position yourself for successful licensing program

T
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Step 4: Gather Evidence

* Detailed and precise reverse
engineering and testing

 Materials and structures

* Circuit extraction and
analysis

« Leading edge electrical
testing and measurement

e Documented evidence

Establish credibility with potential licensees
Accelerate negotiation cycle
Maximize value of the portfolio
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Claim Elements

""Method and apparatus for programming and testing a non-volatile memory
cell for storing multibit states*

1A _method of programming a select non-volatile memory cell of 2 memaony arrav having
ani e, aenerator circiit intmm’rpd with said memory array, said select memory cdal
havi ng afloati ng gate for storlng charges therein to control the flow of currentina

channel, said method far-nrogramming said select memary cell to one of a plurality (more

than two) of stateswith each state controlling a different amavint of current flowing in
said channel with afirst state of said select memory cell controlling-the least amount of
current flowing in said channel _said method comnrising: receiving a plurality of hinary
sianals; converting said plurality of-binan signalsintoaselect state of said plurality of
states for said select memory cell; generating afirst pulse by said pul se-generator and
nnnl\/l ng caid first o] llsrin the avent caid sAlect dateic caid firat dater _rmrlmn caid calect

————— ——— - — -~

memaory/ r‘pll and rear)rjlyl Nnn <aid firat r_xl_glge tn caid <Alect memgg;cel_l_m_the_memd_

select memory cell isnot nrmmmmpd to said select state; or generating a second pulse by
Sa|d pulse generator and al:)hl\ll NN cald gond nl ||ea in fhn avent CQIPI cnlect ctata !c nther

g =Sy

than said firet ctate W|th$a.d$econd.pLHse.smd.Leuhan$a.d.ﬁstpLﬂse,Jeadmg4ﬂ.d_
.sd.echeanLchandieappmmg.saLd_semnimm.sam_sd.EUnemory cell inthe

event said select memory cell is not programmed to said select state.
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Step 4: Structural AnaIyS|s

Possible techniques include:
* Materials analysis

« Packaging analysis

e Layout elements

* Process flow /mask count
e Foundry I.D.
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Step 4: Circuit Extraction

A BandGap Reference Circuit
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System Level Analysis

Understand certain behaviors,
operations, or functions that
extend beyond a single IC
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Quick Case Study#2
Blood Glucose Meter Analysis

» A client wanted to confirm the wave form during entire the

period before, during, and after the blood sample applied on the
test strip

« UBM Techinsights extracted circuit schematics from

microcontroller chip on the meter and launched wave form
analysis on node during the entire operation
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Software Reverse Engineering

 What's involved in Software RE?
« extraction of software from a device, code update,
installer, etc
« analysis of software
 (re)construction of a high(er)-level representation of the
software
« identification of infringing elements

Extraction  ginqg (Re)Construction ldentification
of Portion of  of high(er) level of infringing
Software  jnierest representation  elements
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Step 5: Negotiations

1. Notify target

2. Technical Discussions

When and how to present claim charts?
Counter arguments of invalidity and non-infringement
Counter assertion

3. Business Discussions
4. Desired Outcome/Litigate/Walk Away
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Key Points

« Patents are a key business asset that needs to be
generating a return on investment

« Assertive licensing can be a significant source of

revenue if done correctly
« Regularly mine your patent portfolio
« Systematically identify potential licensees
» Use hard evidence to drive deals
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Thank you for your time

TEGHINSIGHTS

www.ubmtechinsights.com
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